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DETAILED ACTION 
Specification 

1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Rejections - 35 USC §101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-4 are rejected under 35 U.S.C. 101 because claims 1-4 are directed to 
a recording medium for storing nonfunctional descriptive material. 

Data structures non claimed as embodied in computer-readable media are 
descriptive material per se and are not statutory because they are neither physical 
"things" nor statutory processes. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d 
at 1760 (claim to a data structure per se held nonstatutory) and merely claiming 
nonfunctional descriptive material stored in a computer-readable medium does not 
make it statutory. 

Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
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patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

5. Claims 1-4 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1 , 8, and 10-1 1 of U.S. Patent No. 
6,757,480 B1 . Although the conflicting claims are not identical, they are not patentably 
distinct from each other because 

Regarding claim 1 of this application, claims 1 , 8, and 1 0 of U.S. Patent No. 
6,757,480 B1 recite a recording medium comprising a first region having data for a 
plurality of still pictures; and a second region having at least one still picture group 
information for arranging still picture data in the first region into at least one still picture 
group, including sizes of still pictures in the one still picture group and start position 
information of the one still picture group, and for controlling a recording and/or 
reproducing apparatus to manages still pictures at a group level, wherein the still picture 
group information includes still picture group general information containing start 
position information of each still picture group and information indicating a number of 
video pats in the one still picture group, the information for still pictures containing the 
position information thereof, and wherein the sizes of the still pictures includes size 
information of video parts of the still pictures. It is noted that claim 1 of this application is 
broader than and encompasses claims 1, 8, and 10 of U.S Patent No. 6,757,480 B1 
and, therefore, obviousness-type double patenting rejection is applied. 
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Regarding claim 2 of this application, claims 1 , 8, and 10 of U.S. Patent No. 
6,757,480 B1 do not recite the claimed wherein the maximum number of still pictures in 
a group is 64. 

Whether the maximum number of still pictures in a group is 64 is not, unless by 
doing so produces novel and/or unexpected results, is merely considered as well known 
design options obvious on one of ordinary skill in the art because the specific maximum 
number in a group provides no significant functional or patentable differences. On the 
same token that the maximum number in a group is 45 or 55 or 50 would not have been 
patentable distinct from claims 1 , 8, and 10 of U.S. Patent No. 6,757,480 B1 or claim 2 
of this application. 

Regarding claim 3, claims 1, 8, and 10-1 1 of U.S. Patent No. 6,757,480 B1 recite 
a recording medium comprising a first region having data for a plurality of still pictures; 
and a second region having at least one still picture group information for arranging still 
picture data in the first region into at least one still picture group, including sizes of still 
pictures in the one still picture group and start position information of the one still picture 
group, and for controlling a recording and/or reproducing apparatus to manages still 
pictures at a group level, wherein the still picture group information includes still picture 
group general information containing start position information of each still picture group 
and information indicating a number of video pats in the one still picture group, the 
information for still pictures containing the position information thereof, wherein the 
sizes of the still pictures includes size information of video parts of the still pictures, and 
wherein the one still picture group information further includes size information of audio 
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parts for audio data corresponding to still pictures in the one still picture group, and 
playback time information thereof. It is noted that claim 3 of this application is broader 
than and encompasses claims 1, 8, and 10-1 1 of U.S Patent No. 6,757,480 B1 and, 
therefore, obviousness-type double patenting rejection is applied. 

Regarding claim 4 of this application, claim 1 1 of U.S. Patent No. 6,757,480 B1 
further recites the claimed wherein the position information further comprises playback 
time information of audio data. 

6. Claims 1 -4 are rejected under the judicially created doctrine of obviousness-type 

« 

double patenting as being unpatentable over claims 1 and 5-6 of U.S. Patent No. 
6,721 ,493 B1 . Although the conflicting claims are not identical, they are not patentably 
distinct from each other because 

Regarding claim 1 of this application, claims 1 and 5-6 of U.S. Patent No. 
6,721 ,493 B1 recite a method of recording and/or reproducing audio and/or video data 
on a writeable and/or rewritable recording medium, comprising recording a plurality of 
still pictures in the a first region of the recording medium and at least one still picture 
group information in a second region of the recording medium; and arranging the 
plurality of still pictures in the first region into at least one still picture group, wherein the 
one still picture group information includes sizes of still pictures in the one still picture 
group and start position information of the one still picture group, so as to manage still 
pictures at a group level, wherein the recording of the still pictures includes recording 
consecutively the audio data added to the corresponding still pictures after the still 
pictures, and wherein the still picture group information includes still picture group 
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general information containing start position information for each still picture group and 
information relating to a number of video parts in each still picture group, and 
information for the still pictures in each still picture group, the information for the still 
pictures containing sizes information of each of the still pictures, size information of 
audio data corresponding to the still pictures and the playback time information. It is 
noted that recording medium claim 1 of this application is broader than and 
encompasses method claims 1 and 5-6 of U.S. Patent No. 6,721,493 B1 and, therefore, 
obviousness-type double patenting rejection is applied. 

Regarding claim 2 of this application, claims 1 and 5-6 of U.S. Patent No. 
6,721 ,493 B1 do not recite the claimed wherein the maximum number of still pictures in 
a group is 64. 

Whether the maximum number of still pictures in a group is 64 is not, unless by 
doing so produces novel and/or unexpected results, is merely considered as well known 
design options obvious on one of ordinary skill in the art because the specific maximum 
number in a group provides no significant functional or patentable differences. On the 
same token that the maximum number in a group is 45 or 55 or 50 would not have been 
patentable distinct from claims 1 and 5-6 of U.S. Patent No. 6,721 ,493 B1 or claim 2 of 
this application. 

Regarding claim 3, claims 1 and 5-6 of U.S. Patent No. 6,721,493 B1 recite a 
method of recording and/or reproducing audio and/or video data on a writeable and/or 
rewritable recording medium, comprising recording a plurality of still pictures in the a 
first region of the recording medium and at least one still picture group information in a 
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second region of the recording medium; and arranging the plurality of still pictures in the 
first region into at least one still picture group, wherein the one still picture group 
information includes sizes of still pictures in the one still picture group and start position 
information of the one still picture group, so as to manage still pictures at a group level, 
wherein the recording of the still pictures includes recording consecutively the audio 
data added to the corresponding still pictures after the still pictures, and wherein the still 
picture group information includes still picture group general information containing start 
position information for each still picture group and information relating to a number of 
video parts in each still picture group, and information for the still pictures in each still 
picture group, the information for the still pictures containing sizes information of each of 
the still pictures, size information of audio data corresponding to the still pictures and 
the playback time information. It is noted that claim 3 of this application is broader than 
and encompasses method claims 1 and 5-6 of U.S. Patent No. 6,721,493 B1 and, 
therefore, obviousness-type double patenting rejection is applied. 

Regarding claim 4 of this application, claim 6 of U.S. Patent No. 6,721,493 B1 
further recites the claimed wherein the position information further comprises playback 
time information of audio data. 

7. Claims 1 -4 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1 and 7-9 of U.S. Patent No. 
6,674,957 B1 . Although the conflicting claims are not identical, they are not patentably 
distinct from each other because 
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Regarding claim 1 of this application, claims 1 and 7-8 of U.S. Patent No. 
6,674,957 B1 recite an apparatus for recording and/or reproducing audio and/or video 
data on a writeable and/or rewritable recording medium, comprising a recording 
processor to signal-process a plurality of still pictures to be recorded in the a first region 
of the recording medium and a controller to generate still picture group information for 
arranging the still pictures in the first region into a number of groups so as to manage 
the still pictures at a group level and to control the generated still picture group 
information to be recorded in a second region of the recording medium, with the still 
picture group information including sizes of still pictures in at least one of the still picture 
groups and start position information of the one still picture group; wherein the still 
picture group information includes still picture group general information containing start 
positions of each still picture group and information relating to a number of video parts 
in each still picture group, and information for the still pictures in each still picture 
group, the information for the still pictures containing position information thereof; and 
wherein the position information for the still pictures includes size information of video 
parts of the still pictures. It is noted that recording medium claim 1 of this application is 
broader than and encompasses apparatus claims 1 and 7-8 of U.S. Patent No. 
6,674,957 B1 and, therefore, obviousness-type double patenting rejection is applied. 

Regarding claim 2 of this application, claims 1 and 7-8 of U.S. Patent No. 
6,674,957 B1 do not recite the claimed wherein the maximum number of still pictures in 
a group is 64. 
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Whether the maximum number of still pictures in a group is 64 is not, unless by 
doing so produces novel and/or unexpected results, is merely considered as well known 
design options obvious on one of ordinary skill in the art because the specific maximum 
number in a group provides no significant functional or patentable differences. On the 
same token that the maximum number in a group is 45 or 55 or 50 would not have been 
patentable distinct from claims 1 and 7-8 of U.S. Patent No. 6,674,957 B1 or claim 2 of 
this application. 

Regarding claim 3, claims 1 and 7-9 of U.S. Patent No. 6,674,957 B1 recite an 
apparatus for recording and/or reproducing audio and/or video data on a writeable 
and/or rewritable recording medium, comprising a recording processor to signal-process 
a plurality of still pictures to be recorded in the a first region of the recording medium 
and a controller to generate still picture group information for arranging the still pictures 
in the first region into a number of groups so as to manage the still pictures at a group 
level and to control the generated still picture group information to be recorded in a 
second region of the recording medium, with the still picture group information including 
sizes of still pictures in at least one of the still picture groups and start position 
information of the one still picture group; wherein the still picture group information 
includes still picture group general information containing start positions of each still 
picture group and information relating to a number of video parts in each still picture 
group, and information for the still pictures in each still picture group, the information for 
the still pictures containing position information thereof; wherein the position information 
for the still pictures includes size information of video parts of the still pictures, and 



Application/Control Number: 10/705,875 Page 10 

Art Unit: 2616 

wherein the recording processor consecutively records audio data after ones of the still 
pictures, and the position information for the still pictures further includes size 
information of the audio data corresponding to the still pictures, and playback time 
information thereof. It is noted that recording medium claim 3 of this application is 
broader than and encompasses apparatus claims 1 and 7-9 of U.S. Patent No. 
6,674,957 B1 and, therefore, obviousness-type double patenting rejection is applied. 

Regarding claim 4 of this application, claim 9 of U.S. Patent No. 6,674,957 B1 
further recites the claimed wherein the position information further comprises playback 
time information of audio data. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thai Tran whose telephone number is (571) 272-7382. 
The examiner can normally be reached on Mon. to Friday, 8:00 AM to 5:30 PM. 

The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



